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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group I, claims 1-26 in the reply filed on 
October 26, 2006 is acknowledged. Accordingly, claims 27-39 have been withdrawn 
from consideration as drawn to a non-elected invention. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-26 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The limitations in independent claims 1 and 9 
reciting "wherein the ratio of terminal monomethyl branching to internal monomethyl 
branching is at least ..." are vague and confusing because it is unclear as to how one 
skilled in the art is to determine/measure these ratios. It is unclear as to whether this 
phrase is actually meant to limit the molar/mass ratio of products having end or terminal 
chain monomethyl branching to the products having internal branching. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-7, 9 and 11-18 rejected under 35 U.S.C. 102(b) as being anticipated by 
United States Patent Number (USPN) 6,296,757 B1 to Wittenbrink et al, hereinafter 
'Wittenbrink*. 

Wittenbrink discloses a composition for diesel fuels or blending stocks having 
excellent lubricity and oxidative stability produced from a Fischer-Tropsch process 
including the use of a syngas. (Abstract; col. 1, lines 12-43; col. 2, lines 16-30) The 
composition comprises at least 95% by wt. of the total composition of paraffins having 
an isoparaffin/normal paraffin ratio of 0.3 to 3.0; about 2% of olefins; and 0.001 to 0.3 
wt. % of oxygenates, wherein the isoparaffins are preferably monomethyl branched 
(greater than 50% terminal branched). (Col. 3, line 50 to col. 4, line 5) 

Regarding the limitation in claims 6 and 15-18 concerning, inter alia, the use of 
nitrogen-containing syngas in the Fischer-Tropsch reaction process that forms the 
synthetic fluid, a product by process claim is not limited to the manipulations of the 
recited steps, only the structure implied by the steps. "[E]ven though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
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method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe, 777F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985) 

Thus, the claims are anticipated by Wittenbrink. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall hot be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 6,1 10,874 to Van Slyke, hereinafter Van Slyke' in view of USPN 5,589,442 to 
Gee et al; hereinafter 'Gee'. 

Van Slyke discloses an inexpensive, non-toxic synthetic fluid as a drilling fluid 
comprising at least one drilling fluid additive (e.g., an emulsifier, a viscosifier, a 
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weighting agent, and an oil-wetting agent) and an inexpensive, non-toxic base fluid; 
wherein said base fluid is a synthetic fluid having a pour point greater than about -30°C 
and comprising (i) at least about 95 weight percent hydrocarbons containing 1 1 or more 
carbon atoms, (ii) greater than 5 weight percent hydrocarbons containing 18 or more 
carbon atoms, (iii) at least about 50 weight percent isoparaffins, (iv) at least about 90 
weight percent total paraffins, (v) at least 2 hydrocarbons containing a consecutive 
number of carbon atoms, (vi) less than about 1 weight percent naphthenics, and (vii) 
less than about 0.1 volume percent aromatics. (Abstract; col. 1, lines 30-49; col. 2, lines 
43-58) This isoparaffin synthetic fluid contains (i) less than about 1 weight percent 
sulfur, (ii) less than about 1 weight percent nitrogen, and (iii) less than about 1 weight 
percent oxygenated compounds. (Col. 2, lines 1-4) 

Van Slyke discloses that this synthetic fluid is prepared by a Fischer-Tropsch 
process and/or a modification thereof, which entails reacting carbon monoxide and 
hydrogen over a catalyst (e.g., iron, ruthenium, or cobalt) to produce products that, in 
the absence of secondary transformations, are highly linear. (Col. 9, lines 33-50) When 
desired, some or all of the linear products are subjected to a conversion process where 
(a) olefins present in the Fischer-Tropsch product are hydrogenated, (b) small amounts 
of oxygen-containing compounds, mainly primary alcohols, are removed, (c) the 
Fischer-Tropsch product is hydroisomerized, and (d) the n-paraffins are hydrocracked to 
isoparaffins of a desired chain length and/or boiling range. (Col. 9, lines 50-58) Due to 
the manner in which they are synthesized, the synthetic fluids are composed of 
hydrocarbons containing a consecutive number of carbon atoms (i.e., a mixture of 
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hydrocarbons where the carbon atom content of the individual hydrocarbons is C n , C n+ i, 
C n +2i C n +3i etc. and n is a whole number). The synthetic fluids can be composed of at 
least 2, more commonly at least 3, even more commonly at least 4, and most commonly 
at least 5 hydrocarbons containing a consecutive number of carbon atoms (proportional 
to "ratio of terminal monomethyl branching to internal monomethyl branching"). (Col. 9, 
line 59 to col. 10, line 35) 

Furthermore, Van Slyke discloses that the base fluid can include additives such 
as one or more surfactants (e.g., emulsifiers, wetting agents), viscosifiers, weighting 
agents, fluid loss control agents, and shale inhibiting salts. (Col. 11, lines 1-56) 

Regarding the limitation in claims 5, 6, 14-18, 21 and 25 concerning the use of 
nitrogen-containing syngas in the Fischer-Tropsch reaction process that forms the 
synthetic fluid, a product by process claim is not limited to the manipulations of the 
recited steps, only the structure implied by the steps. "[E]ven though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe, 777F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985) 

Although Van Slyke discloses the composition containing olefins, Van Slyke does 
not disclose the drilling fluid containing about 7% to about 10% by wt. of olefins. 
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Gee, however, teaches that a larger percentage of olefins is preferable when 
operating under harsh conditions, such as offshore drilling. Among the advantageous 
characteristics of having a larger amount of olefins in a drilling fluid are low pour point, 
low viscosity, acceptable flash point, lack of sheen, and minimal toxicity. (Col. 4, lines 
10-37) 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time that the claimed invention was made to form Van Slyke's drilling fluid having a 
higher content of olefins. It would have been obvious to one skilled in the art to 
incorporate a larger weight percentage of olefins to provide the drilling fluid with, inter 
alia, a lower pour point, lower viscosity and acceptable flash point, and therefore attain 
a resultant fluid that is more effective when used as in drilling operations under harsh 
conditions as taught by Gee. 

Thus, the instant claims are unpatentable over Van Slyke and Gee. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Figueroa whose telephone number is (571) 272- 
8916. The examiner can normally be reached on Mon-Thurs & alt. Fri 8:00-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JJF/RAG 

RANDY GULAKuWSKI 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1 700 




